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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The addition reaction in claim 6 lacks antecedent basis in claim 1 . 

Ciaim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sate in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 8 and 21 are rejected under 35 U.S.C. 102(b) as being anticipated b by 
U.S. 2,999,107 by Lindsay et al. (Lindsay) or U.S. Patent No. 3,459,785 to Jones et al. 
(Jones), or U.S. Patent No. 3,880,928 to Drake (Drake). 

The rejected claims are drawn to a process for hydrogenating a monoolefinically 
unsaturated compound which bears at least two functional groups which are each 
independently selected from the group consisting of nitrile group, carboxylic acid group, 
carboxylic ester group and carboxamide group to a saturated compound which bears 
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the same at least t\yo functional groups, in the presence of a rhodium-containing 
compound, as a catalyst, which is homogeneous with respect to the reaction mixture. 

The rejected claims also cover those ernbodiments wherein the monoolefinically 
unsaturated compound which bears at least two functional groups which are each 
independently selected from the group consisting of nitrile group, carboxylic acid group, 
carboxylic ester group and carboxamide group is butenedinitrile to obtain adipodinitrile 
in the hydrogenation. 

The rejected claims also cover those embodiments wherein at least 5% of the 
monoolefinically unsaturated compound which bears at least two functional groups 
which are each independently selected from the group consisting of nitrile group, 
carboxylic acid group, carboxylic ester group and carboxamide group is hydrogenated 
to a saturated compound which bears the same at least two functional groups. 

Lindsay teaches the preparation of adiponitrile from 1,4-dicyanobutenes with a 
catalyst of the following formula: 

(Riia,,(H^h) column 2, lines 10-40. 
Jones teaches the same reaction with the following catalyst: 

RiPawcra description bridging columns 1 and 2. 
Drake teaches reduction of compounds of the following formula: 

with rhodium compounds, column 4, lines 34+. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lindsay, Jones or Drake over each of U.S. Patent No. 3,013,066 to Alderson (Alderson) 
or U.S. Patent No. 3,484,475 to Cornforth et al. (Cornforth). 

The rejected claims cover those embodiments the monoolefinically unsaturated 
compound used is a compound which is obtainable by adding two terminal olefins which 
bear the functional groups required to prepare the monoolefinically unsaturated 
compound containing at least two functional groups. 

The rejected claims also cover those embodiments wherein the terminal olefins 
used are two olefins which each independently have the formula H2 C=CHR^ in which 

is a nitrile group, carboxylic acid group, carboxylic ester group and carboxamide 
group. 

The rejected claims also cover those embodiments wherein the addition is 
carried out in the presence of a compound, as a catalyst, which is homogeneous with 
respect to the reaction mixture and contains rhodium, ruthenium, palladium or nickel. 

The rejected claims also cover those embodiments wherein the addition is 
carried out in the presence of a compound, as a catalyst, which is homogeneous with 
respect to the reaction mixture and contains rhodium. 
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The rejected claims also cover those embodiments wherein the same rhodium- 
containing compound is used as a catalyst in the addition. 

Lindsay, Jones and Drake fail to explicitly teach these embodiments of the 
instant invention. However, it is for this proposition the examiner joins Alderson or 
Cornforth. For example Alderson teaches dimerization of olefinic compounds of the 

following formula: wherein X can be a nitrile, see column 1 , lines 65+, with 

rhodium, see Example VII. On the other hand, Cornforth teaches dimerization of 
acrylonitriles, see column 1 , lines 49+, for example. Those of ordinary skill would have 
been motivated to modify Lindsay Jones or Drake to include a dimerization step to 
provide the olefinic starting materials since Alderson and Cornforth teach that this 
process can provide the desired olefinic starting materials, which can be further 
hydroisomerized with rhodium, see for example, Cornforth at column 4, lines 9-14. 
Therefore, the requirement that a monoolefinically unsaturated compound used is a 
compound which is obtainable by adding two terminal olefins, is prima facie obvious in 
view of the applied references since the references teach or suggest this step with a 
reasonable expectation of success. 

Claims 18-20 and22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lindsay, Jones, and Drake. 

The rejected claims also cover those embodiments wherein the hydrogenation is 
carried out at a partial hydrogen pressure in the range from 0.1 bar to 200 bar 
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The rejected claims also cover those embodiments wherein the hydrogenation is 
carried out at an average mean residence time of the monoolefinically unsaturated 
compound which bears at least two functional groups which are each independently 
selected from the group consisting of nitrile group, carboxylic acid group, carboxylic 
ester group and carboxamide group which is in the range from 0.1 to 100 hours. 

The rejected claims also cover those embodiments wherein the hydrogenation is 
carried out at a temperature in the range from 30°C to 160°C. 

The rejected claims also cover those embodiments wherein the mixture obtained 
in the addition is fed to a hydrogenation without removing the rhodium-containing 
compound used as a catalyst. 

The applied references either teach the required reaction parameters are are 
within the motivation of those of ordinary with a view to optimize the disclosed 
processes, see MPEP 2144.05 ("Generally, differences in concentration or temperature 
will not support the patentability of subject matter encompassed by the prior art unless 
there is evidence indicating such concentration or temperature is critical. "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover 
the optimum or workable ranges by routine experimentation." In re Alter, 220 F.2d 454, 
456, 105 USPQ 233, 235 (CCPA 1955)"). Therefore, the required elements of the 
rejected claims are prima facie obvious of the applied references since these references 
teach or suggest the elements of these claims with a reasonable expectation of 
success. 
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Claims 10-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Jones. 

The rejected claims also cover those embodiments wherein the hydrogenation is 
carried out in the presence of a rhodium-containing compound, as a catalyst, which is 
homogeneous with respect to the reaction mixture and has particular formula. 

Notwithstanding the fact that Jones fails to explicitly teach the required structures 
of the recited rhodium catalysts, Jones teaches the required catalysts with the requisite 
particularity and guidance that the recited catalysts would have been prima facie 
obvious. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.Sd 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1-7 and 18-22 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 4, 7 and 8 of 
copending Application No. 10/519523 in view of Lindsay, Jones and Drake. 

The conflicting claims recite substantially the same process, notwithstanding the 
absence of a rhodium catalyst. However, Lindsay, Jones and Drake teach that rhodium 
catalysts are effective for the required hydrogenations. Therefore the instant claims 
would have been well within the motivation of those of ordinary skill based on the 
combination of the conflicting claims and Lindsay, Jones and Drake. 

This is a provisional obviousness-type double patenting rejection. 

Claims 1-22 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 2, 5-1 8 and 29 of 
copending Application No. 10/560740. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because he conflicting claims recite a 
process for the process for hydrogenating mono-olefinic compounds with the recited 
catalysts, with such particularity that the instant process would have benn prima facie 
obvious. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571) 272- 
0645. The examiner can normally be reached on Monday to Friday from 9 a.m. to 5 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page, can be reached at telephone number (571 ) 272-0602. 
The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you hava^ucstions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

Karl J. P^jttlitz 
Assistant Examiner 



